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DETAILED ACTION 
Double Patenting 

A rejection based on double patenting of tlie "same invention" type finds its 
support in tlie language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1-20 are rejected under 35 U.S.C. 101 as claiming the same invention as 

that of claims 1-20 of prior U.S. Patent No. 7,364,61 1 . This is a double patenting 

rejection. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It appears that some of the terms set forth in claim 18 are not supported by 
lUPAC terminology (i.e. 3,6-bis methyl). Please clarify. 

Claim 7 provides for the use of ink, but, since the claim does not set forth any 
steps involved in the method/process, it is unclear what method/process applicant is 
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intending to encompass. A claim is indefinite where it merely recites a use without any 
active, positive steps delimiting how this use is actually practiced. 

Claim 7 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition 
of a process, i.e., results in a claim which is not a proper process claim under 35 
U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Bivnner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim 13 provides for the use of the composition, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claim 13 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Buckwalter (US Patent 3,804,640). 

Buckwalter teaches an solvent free printing ink vehicle comprising an ester of a 
saturated or unsaturated aliphatic alcohol and a CI 2 to C20 unsaturated fatty acid, a 
film forming resin, a metal salt of peroxydiphosphoric acid and a pigment (abstract and 
col. 1 lines 56-65). The reference further teaches that conventional additives including 
wax slip agent and driers may be added to the composition. Film forming resins for 
use in varnish and printing ink vehicles are well known. The reference further teaches 
that the choice of film forming resin for use in the practice is not critical and will be 
readily determined by one skilled in the art to suit the particular requirements of the 
vehicle or printing ink (col. 2 lines 30-37). Any metal salt of peroxydiphosphoric acid 
may be used particularly alkali metal and alkaline earth metal salts (col. 3 lines 3-21). 
The film forming resin is present in the amount of about 5 to 40 percent by weight (col. 
3 lines 22-33). The reference teaches that the printing ink compositions of this 
invention wherein a pigment is incorporated in a printing ink vehicle comprising a film 
forming resin, an alkyi ester of a C12 to C20 unsaturated fatty acid, and a metal 
peroxydiphosphate may be used on printing presses equipped with heaters whereby 
the ink dries in less than one second (col. 4 lines 26-39). The examples exemplify 
different components that are mixed to form the ink composition which may when be 
printed on a paper web substrate. 

When general conditions (i.e. working amounts of components) are disclosed in 

the prior art, it is not inventive to discover the optimum or workable ranges by changing 
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the size, shape, proportion of shape, degree and sequence of added ingredients 
through routine experimentation. (In re Rose, 105 USPQ 137; In re Aller 220F, 2d 454, 
105 USPQ 233,235 (CCPA 1955); In re Dailey et a!., 149 USPQ 47; In re Reese, 129 
USPQ 402; In re Gibson, 45 USPQ 230). 

Buckwalter fails to specifically exemplify the use of multifunctional 
(meth)acrylates and vinyl ethers as claimed by applicant. Therefore, it would have been 
obvious to one of ordinary skill in the art to use the specific multifunctional 
(meth)acrylates and vinyl ethers as claimed by applicant as Buckwalter also discloses 
the use of any film forming resin but shows no example incorporating multifunctional 
(meth)acrylates and vinyl ethers. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VERONICA FAISON GEE whose telephone number is 
(571)272-1366. The examiner can normally be reached on Monday-Thursday and 
alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 



/Veronica Faison-Gee/ 
Examiner, Art Unit 1793 



